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This is in response to the appeal brief filed 2/24/03. 

Notice to the Board of co-pending applications 10/189,721 currently issued a non-final office action as of 
1/17/2003 and 09/372,560, also currently on appeal. These applications contain similar issues and arguments and 
are brought to the attention of the Board so that it may handle these cases as a group if it is deemed more efficient. 

( 1) Real Party in Interest 

A statement identifying the real party in interest is contained in the brief. 

(2) Related Appeals and Interferences 

A statement identifying the related appeals and interferences which will directly affect or be directly affected 
by or have a bearing on the decision in the pending appeal is contained in the brief. 
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(3) Status of Claims 

The statement of the status of the claims contained in the brief is correct. 

(4) Status of Amendments After Final 

The appellant's statement of the status of amendments after final rejection contained in the brief is correct. 

(5) Summary of Invention 

The summary of invention contained in the brief is correct. 

(6) Issues 

The appellant's statement of the issues in the brief is correct. 

(7) Grouping of Claims 

Appellant's brief includes a statement that claims 1 , 2 and 4-18; claims 19-24; claims 25-30; claims 42-55, 
57 and 58; and claims 130-132 do not stand or fall together and provides reasons as set forth in 37 CFR 1.192(c)(7) 
and (c)(8). 

(8) Claims Appealed 

The copy of the appealed claims contained in the Appendix to the brief is correct. 

(9) Prior Art of Record 

5718429 Keller, Jr. 2-1998 

GB 2,197,974 Evans 6/1988 

5,178.545 Thompson 1/1993 

6.193,606 Walker 2-2001 

GB 2,262,642 Claypole 6/1993 

( 10) Grounds of Rejection 

The following ground(s) of rejection are applicable to the appealed claims: 

Claim Rejections - 35 USC § 102 

Claims 1,2, 4-30, 42-47.49-55, 57 and 58 are rejected under 35 U.S.C. 102(e) as being anticipated by 

Walker. 

As to claims 1.2-4, 12. 13. 19. 20, 25-30. 42. 43-47, 50, 51. 57 and 58, Walker cleariy shows the 
wager, game of chance and trivia game. He discloses his play of the trivia game to occur "while the reels are 
spinning" (col. 3, In. 26). Such is considered to be "separate" from the play of the game of chance. Claims 9-1 1 , 48, 
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49 and 56 are inherent since a game designer must detemriine and be aware of the "desired profitability" of the game 
he is designing. Scame's Complete Guide to Gambling discusses house percentage and how a gaming operator 
would make or loose money by making determinations that affect house percentage (conventionally the house pays 
off a wager at less than the correct odds. A favorable house percentage that considers the level of skill of the players 
(i.e. the correctness of the answers) is Inherent. See discussion in the paragraph below and in response to 
applicant's invention, he has the variables of the known wagering game as well as the skill of the player. It is obvious 
in game of skill that a smarter player reduces the house advantage (such also occurs with the game of black jack that 
has an element of skill). Obviously a house would want to protect themselves from the "smarter" player and design 
the house percentage such that no money would be lost If such was the case then the "smarter" player could "play 
the house percentage" and always make money from the house. Such weaknesses in a casino game where players 
may be able to always win money are inherent In the design of a game. Applicant bases the allowability of his claims 
on what he considers his "discovery" in allowing a house to always make money on a wagering trivia game. This is 
set forth at the top of pg. 9 of his specification as quantified in a formula having all the known variables in the 
designed game. Merely expression what is inherent in the art as a formula is not a patentable advance. 

Claims 1, 2, 4, 9-30, 42-47,49-55, 57 and 58 are rejected under 35 U.S.C. 102(b) as being anticipated by 
2,262,642. 

As to claims 1,2,4, 12, 13, 19, 20, 25-30, 42-47, 50, 51 , 57 and 58, shown is a slot 10 for receiving a wager, 
a casino slot machine and a trivia game (discussed on the bottom of his page 3) that is played separate and after the 
casino game. A favorable house percentage that considers the level of skill of the players (i.e. the correctness of the 
answers) is inherent. See discussion below in response to applicant's remarks made In the preliminary amendment. 
In line with this claims 9-1 1 , 48 and 49 are inherent since a game designer must determine and be aware of the 
"desired profitability" of the game he is designing. Scame's Complete Guide to Gambling discusses house 
percentage and how a gaming operator would make or loose money by making determinations that affect house 
percentage (conventionally the house pays off a wager at less than the correct odds. However, the rules of play, 
such as a "push" or allowing the determination of a players hand in blackjack before the determination of the dealer 
can also affect the house percentage). Inherently all gaming operators avoid loosing money. Clearly no operator of 
the '642 method would consider loosing money. One must consider such is a matter of common knowledge and 
common sense of the person of ordinary skill in the art to consider the level of skill of a player as a variable in the 
conventional house percentage of the combined wagering game. (See In re Bozek, 416 F.2d 1385. 1390, 163 USPQ 
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545, 549 (CCPA 1969)) Note 2,253,569 at the bottom of pg. 2 that shows that one skilled In the art of trivia game is 
concerned with "loss of income from Skill with Prize machines due to over-skilful players..." Knowing that the over 
skilled player can result in a loss of income is considered to be part of the skill that is presumed on the part of those 
practicing In the wagering machine art. See In re Sovish, 769 F.2d 738, 743, 226 USPQ 771 , 774 (Fed. Cir. 1985). 
In evaluating a reference, it is proper to take Into account not only the specific teaching of the reference(s) but also 
the inferences which one skilled in the art would reasonably be expected to draw therefrom. In re Preda, 401 F.2d 
825, 826, 159 USPQ 342. 344 (CCPA 1968). In the instant case, the consideration of house percentage, so that a 
game makes money without decreasing player Interest, is at the root of every wagering game. Additionally, one 
must observe that an artisan must be presumed to know something about the art apart from what the references 
disclose (see In re Jacoby, 309 F.2d, 513, 516, 135 USPQ 317, 319 (CCPA 1962). Cleariy. an artisan would realize 
that a favorable house percentage would have to be designed for a game to make money in a casino environment. 
Claims 14-18, 21-24 and 52-55 are drawn to quiz games. Examiner submits that such gaming formats are old and 
well known and inherent in the disclosure of '642. 

Claims 1,2, 4-7, 12, 13. 18. 42-46, 50. 55, 57 and 58 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Keller and, in the alternative 2,197,974. 

Claims 1 , 2, 4, 42-46, 50, 57 and 58 are cleariy shown. In Keller, a player places a wager and receives a 
payout in tokens like a standard casino game. However, the tokens are not given any cash value and are only good 
for chances to play the game of skill. Specifically turning to claim 1. the steps of "receiving a wager" are shown in fig. 
1 of Keller by "players can place stake in a casino game", "playing an underiying game of chance" Is shown by 
"conduct casino game" and "playing a knowledge-based bonus game." by "conduct skill game. The house advantage 
is at the bottom of col. 2, Ins 61-67 where a player is played "for the entertainmenf. The house advantage is nothing 
more than a percentage of the wager retained by the house for the privileges of playing the games. In view of the 
above, Keller meets the limitations of the claims. In Keller and '974, the game of chance stops when a prize has been 
detemiined or rewarded. At that point, the game of skill commences. As to claim 5, stopping the game of chance 
when the condition of a prize being identified is shown. As to claim 6, the game of chance stops at the end of the 
game. The end of each game of chance is considered to be a "given frequency" as called for In claim 7. As to claims 
12 and 13. a player is "paid" a prize in Keller and '974. Claims 18, 41 and 55 are shown in that a player is paid a first 
prize if correctly answers and receives a second amount of no prize if incorrectly answers 
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Claim Rejections - 35 USC § 103 

Claims 8-11. 14-17, 19-30, 47-49. 51-54, 56 and 58 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Keller and/or 2,197,974 in view of Thompson. 

As to claims 8 and 47, neither of the above references show random stopping of the chance game. 
Thompson teaches that it would have been obvious to random conduct the steps of a game like those shown by 
Keller and '974 in order to add an element of surprise to the players. The setting of the house advantage in claim 9- 
1 1 . 19, 20, 25-30, 48, 49 and 56 are obvious matters of design choice. As to claims 14, 21 and 22, it is considered 
an obvious matter of design choice to require either an exact answer or a proximate answer that is "close enough". 
Similarly, allowing a player to have more than on chance to answer a query and paying out accordingly as called for 
in claim 63 is old and not considered an advance in the art. To have only required a proximate answer in Keller of 
'974 would have been obvious in order to make it easier on the player. As to claims 15-17, 23 and 51-54, Keller and 
'974 show "trivia" and a "quiz". Multiple choice, puzzles and true/false questions are all well know examples of such 
trivia or quiz type games of skill that are known in the art and to have selected one would have been an obvious 
matter of design choice. Claim 24 is shown in that a player is paid a first prize if correctly answers and receives a 
second amount of no prize if incorrectly answers. 

Claims 130-132 are rejected under 35 U.S.C. 103(a) as being unpatentable over Walker, 2,262,642, Keller 
and 2,197,974 as set forth in the claim above further in view of matters well known to mathematics and gaming. 

The above applied references fail to discuss the house percentages claimed. The house percentage in 
chance game such as slots relates to mathematics well known to one skilled in the art of gaming. When a "basic 
game" is combined with a "secondary game", the mathematics of each game are considered synergistic. It would be 
routine for one skilled in the art to either determine the house percentage or design the game to a specific house 
percentage or range. As such to have designed the house percentages as called for in claims 130-132 is considered 
an obvious matter of design choice in order to set the profit desired by the house. 
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(11) Response to Argument 

1. Rejection of claims 1, 2,4-30,42-47,49-55,57 and 58 under 35 USC 102 to Walker. 

With respect to claim 1 , the Board must recognize and consider the state of the art. Currently popular in the 
gaming "slots" gaming industry is the combining of a first primary game of chance, such as a slot machine or a video 
poker machine, with a secondary "bonus" game in which a player is allowed to play, or enter Into, the bonus game 
upon a predetermined event occurring in the primary game. See U.S. Patents to Thomas 6,190,255, Perrie 
6.173,955 and Mamell 5,393,057. More importantly is Walker 6,193,606 who "combines" a chance game with a trivia 
game. The "condition" that triggers the play to be switched from the primary game to the bonus game ranges from a 
predetennined event, amount wagered, a random event and/or even a set amount of time. 

Claim 1 is drawn to this type of game where the secondary "bonus" game is a trivia game. Claim 1 calls for 
playing the knowledge based game "when a bonus condition occurs in the underiying game". In Walker the spinning 
of the reels is considered to be the bonus condition when a player plays the knowledge-based game. In Walker, a 
player spins the reels and then he subsequently plays the knowledge-based "after playing the game of chance". 
Whether or not a the reels must stop spinning or that the player has received a payment is not distinguished by any 
limitations in the claims. Known is that Office personnel are to give claims their broadest reasonable interpretation in 
light of the supporting disclosure. In re Morris, 127 F.3d 1048, 1054-55, 44 USPQ2d 1023, 1027-28 (Fed. Cir. 1997). 
Here there is no limitations in the claim that prohibit the examiner from interpreting playing the knowledge based 
game "after^ the reels have been spun to meet the limitation of "after playing the game of chance. As to the house 
advantage, in Walker, a player can access higher reward levels with the slot machine if successful at the trivia game. 
Well known and considered inherent in the design of casino games is the consideration of house percentage. As set 
forth in the grounds for rejection, the consideration for a house percentage is rudimentary to the design of wagering 
games. Clearly the games are designed to make money for a casino operator and not to lose money. The Board 
should find appellant's position and arguments with respect to the house percentage incredible since he himself , Olaf 
Vancura, writes in his book Smart Casino Gambling that, "now the casino, for almost all games, enjoys a positive 
expectation" (pg. 33, In. 7). A copy of this book pgs. 23-33 is appended to this Answer for reference by the Board. 
Upon reading this section of the Book the Board will find how the appellant must feign ignorance with respect to the 
notorious nature of house percentage and its play in the design of casino games. Also appended is pgs. 40-43 of 
"Managing Casinos" that further shows the well known nature of "The Concept of House Advantage. Lastly, while it 
may be overicill on the point, pgs. 103-125 and 213-225 of "Casino Operations Management" is further include so that 
the Board can fully appreciate that appellant has contributed nothing to the consideration of house percentage in the 
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design of casino games. In view of this material, it can be seen where any argument that the house percentage is not 
known or would not be considered in the design of a game presumes stupidity on the part of one in the art rather than 
skill. See In re Sovish. 226 USPQ 771 , 769 F2d 738. With that, Walkers ganne would clearly be 
innpractical if it allowed a player to access higher rewards that exceeded that amount of money wagered 
by a player. Upon review of the level of ordinary skill in the art indicated by the appended copies, one 
can see that the house percentage is always set within a predetermined range depending upon the profit 
desired. As well recognized and articulated by "Managing Casinos" on pg. 42, In. 29 is "how important it 
is to have the 'right' mix... A small house advantage will not cover costs, and a strong house advantage 
will pummel the clientel. and they will not return nor will anyone else visit after the word gets ouf 
(emphasis added). In short, the profitability of casino games is inherent in their design, conception and 
implementation and there exists on clear error on the part of the examiner. As such the Board is asked to 
sustain this grounds for rejection. 

Appellant is incorrect in statement that the examiner failed to specifically identify each feature in 
the claimed invention. The rejection set forth that; 

As to claims 1-4, 12, 13, 19, 20, 25-30, 42, 43-47, 50, 51, 57 and 58, Walker clearly shows the wager, game 
of chance and trivia game. He discloses his play of the trivia game to occur "while the reels are spinning" (col. 3, In. 
26). Such is considered to be "separate" from the play of the game of chance. Claims 9-1 1 , 48, 49 and 56 are 
inherent since a game designer must determine and be aware of the "desired profitability" of the game he is 
designing. Scame's Complete Guide to Gambling discusses house percentage and how a gaming operator would 
make or loose money by making determinations that affect house percentage (conventionally the house pays off a 
wager at less than the correct odds. A favorable house percentage that considers the level of skill of the players (i.e. 
the correctness of the answers) is inherent. See discussion in the paragraph below and in response to applicant's 
remari^s made in the preliminary amendment. 

Clearly shown is 1 . the bonus condition as "He (Walker) discloses his play of the trivia game to occur 

"while the reels are spinning" (col. 3, in. 26). Further with respect to 2. and providing separate payoffs. Such is 

shows "Such (the trivia game) is considered to be "separate" from the play of the game of chance". In Walker a 

player receives a payoff from the slot game regardless of the trivia game. He receives separate "higher reward 

levels" with a trivia answer as shown in fig. 9 at 960 than without as shown at 950. These payouts 950 and 960 are 

considered to be "separate" and given "regardless" of the knowledge-based game. With respect to appellant point 4. 

the predetermined range was taken in the grounds for rejection to be inherent in casino games. Note that the Board 

is asked to give deference to the examiner's conclusion as set forth in In re Berg . 65 USPQ2d 2003 (Fed. Cir. 2003). 

The appellants have not pointed to any clear flaw in the reasoning of the examiner on this issue, nor have they 
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pointed to any evidence of record indicating that the findings of the examiner on this issue are unsupportable. in 
Berg, it was held that as persons of scientific competence in the fields in which they work, examiners are responsible 
for making findings, informed by their scientific knowledge, as to the meaning of prior art references to persons of 
ordinary skill in the art and the motivation those references would provide to such persons. Absent legal en-or or 
contrary factual evidence, those findings can establish a prima facie case of obviousness, in this case, the appellants 
have not pointed to any legal error affecting the Board's obviousness analysis. Nor have they pointed to sufficient 
factual grounds, either in the record or in any judicially noticeable sources, to question the findings made by the 
examiner and the Board as to the teachings of the prior art and the motivation that the prior art references would give 
to a skilled artisan to make the claimed invention. While appellants point is unclear, it appear that he asks the Board 
to reverse the rejection because he fells that the examiner fell short of cleariy articulating his position or erred by 
failing to address a limitation. However, this is not a basis for patentability and the Board is asked to sustain the 
grounds of rejection as set forth above. 

In the nniddle of pg. 9, appellant merely restates his previous argunnent and no further Gomment is 
deemed necessary. At the bottom he takes fails makes the broad statement that "inherency is of no 
avail". However, such an argument does nothing for the appellant to met his burden to prove that the 
prior art products do not necessarily or inherently possess the characteristics of his claimed product 
invention. In re Fitzgerald. 619 F.2d 67. 70, 205 USPQ 594. 596 (CCPA 1980) (quoting In re Best, 562 
F.2d 1252. 1255, 195 USPQ 430, 433-34 (CCPA 1977)). 

At the bottom of pg. 9, appellant first asserts that the examiner has not "proffered any factual 
basis to justify" his rejection and then accuses the examiner in the middle of pg. 10 of using "six different 
references" which were offered to appellant to support the examiner's findings of inherency. He quickly 
dismisses these references as being "irrelevanf. All that can be gleaned from this argument is that the 
examiner clearly did in fact meet his burden required in relying upon the theory of inherency to provide a 
basis in fact and/or technical reasoning to reasonably support the determination that the allegedly 
inherent characteristic necessarily flows from the teachings of the applied prior art." Ex parte 
Levy. 17 USPQ2d 1461. 1464 (Bd. Pat. App. & Inter. 1990). As in Fitzgerald, once this has been done 
the burden shift to the appellant to prove that the prior art products do not necessarily inherently posses 
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the characteristics of the claimed product. It is submitted that this has not been done in the Brief or in the 
prior record and one this basis alone the Board is asked to sustain the grounds for rejection. 
Claim 19 

Appellant's arguments amount to a general allegation that the claims define a patentable invention without 
specifically pointing out how the language of the claims patentably distinguishes them from the references. 

Walker clearly shows receiving a wager at 364, playing the casino game by adding money to 364, stopping 
from adding money to spin the reels, paying a player in the casino game of chance as shown in fig. 9 at 950 and 
playing the knowledge-based game after the money has been added and the tx)nus condition of spinning the reels 
occurs. The knowledge-based game of Walker provides and inquiry to the player as shown in fig. 3B, receives and 
answer a-d and paying the player based on the answer as shown in fig. 9 at 960. A player is paid as shown at 950 
regardless of the trivia game and there exist no intervening game. During patent examination, the pending claims 
must be "given their broadest reasonable interpretation consistent with the specification." In re Hyatt, 21 1 F.3d 1367, 
1372, 54 USPQ2d 1664, 1667 (Fed. Cir. 2000). Hence, based on such an interpretation of Walker as further clarified 
above, the Board is asked to sustain the grounds for rejection. 

Claim 25 

Claim 25 broadly recites that the knowledge-based game is played when "a bonus condition occurs". There 
is no limitations in the claims that restricts the nature of what can be considered a bonus condition. As such, the 
examiner has considered the bonus condition to be the "spinning of the reels". In Walker a player is allowed to enter 
into the knowledge-based game while the reels are spinning. He further provides a payoff regardless of the outcome 
of the knowledge based game as can be shown at 950 of fig. 9. Lastly, the house percentage has been set forth as 
inherent to casino game such as that shown by Walker. Since all of the limitation are considered shown by Walker, 
the Board should sustain this grounds for rejection. 
Claim 42 

In claim 42, specifically calls for providing a game of chance374, paying the player when a winning 
combination results as shown in fig. 9 at 350. providing a knowledge-based game as shown in fig. 3B and stopping 
the insertion of money when the bonus condition of spinning the reels occurs, playing the knowledge-based game. 
The player is paid regardless of the outcome of his answers to the knowledge-based game as shown in fig. 9 at 350 
and the house advantage is inherent to casino game such as that shown by Walker. 
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2. Rejection of claims 1,2,4,9-30,42-47,49-55,57 and 58 by Claypole 

Appellant's interpretation of Claypole on pg 14 is noted. On pg. 15, appellant's initial arguments amount to a 
mere allegation of patentability . In Claypole she clearly shows a game machine which has a payoff from which the 
first game of chance is paid off independently. Note on pg. 12, In. 5 where she states that, "for any winning 
combination of symbols, the player may simply collect the amount won using the collect button". This meets the 
limitations set forth in appellant's claims. In accordance with the claimed invention, there are no particulars as to 
what one would consider to be an "intervening game". Even upon review of the specification in order to determine 
their scope of such terminology no specific meaning is defined. As such the term intervening game should not be 
accorded any meaning different from the usual and customary meaning of the claim terms. In Claypole she shows a 
game of chance comprising 4 and 21 . No other games are disclosed which is consistent with the language of the 
recited claims. As to the tenn limitation "without any intervening risks", it is submitted that no such limitation exists in 
claim 1 and appellant has not been specific as to which limitation he is referring. As such, it can be seen where all of 
the features of claim 1 are anticipated by Claypole. 

Again applicant feigns ignorance of the what is known to one skilled in the art pertaining to house 
percentage. As can be seen from the evidence appended to this answer, the tendency and ability of one skilled in 
the art to consider the house percentage when designing a casino game is notorious. 

3. Rejection of claims 1,2,4-7,12.13,18,42-46,50,55,57 and 58 under Keller or Evans 

For each of the independent claims 1 and 42 casino games are known to have a house percentage within a 
"predetemiined range". This issue has been beat to death throughout this Answer and no further need for elaboration 
is deemed necessary. 

Keller 

In Keller the notion of a bonus condition is so broad as to cover almost anything under the sun. As such the 
successful completion of the game of chance marked by the award of a token to a player is considered to be a 
"bonus condition triggering a skill game". As with games like Keller's that are intended to be played in Casinos, they 
are profit motivated. Inherent is that the game will make more money for the casino than it will cost to operate it 

Cleariy there is a payoff for success in the underlying game of chance in the token that is rewarded to the 
player. There are no limitations in the instant claims that restrict what is considered to be a payoff. 

Likewise, there is no limitation that restrict what is considered to be a bonus condition. As such the 
successful completion of the game of chance marked by the award of a token is considered to be a bonus condition. 
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Moreover, the game of Keller is explicitly intended to be played in a casino where he recites "but which 
prevents the casino game from being utilized as a game of chance" (col. 1 , In. 44). Since it is a casino game it is 
considered to have a house advantage where the game operator intends to have more costs when compared to cost 
out. As to the teaching of Keller referred to at the top of pg. 20, there is no requirement that teachings of the applied 
art are to be read Into the claims. In fact, it is prohibitive to do so. 

The "odds" of Keller is confined to the type of games conducted and the prizes awarded. Nothing in 
appellants claim requires that the "awards" be monetary. Clearly one skilled in that are would recognize that the 
casino game of Keller would be profit driven. As such it is considered to inherently have a "house advantage within a 
predetemiined range". 

Evans 

Evans shows that the his game "may be such that in any event a prize will be awarded upon successful 
completion of the game of skill." (pg. 5, In. 16). However, in such cases the amount rewarded will be equal to the 
amount wagered or no prize at all. This is considered to meet appellant's limitation of "awarding a payoff. . .regardless 
of the outcome of a subsequent knowledge-based game or any intervening game". 

For each of the independent claims 1 and 42 casino games are known to have a house percentage within a 
"predetemnined range". This issue has been beat to death throughout this Answer and no further need for elaboration 
is deemed necessary. 

When an examiner sets forth his position and discusses issues that pertain to a 102 grounds of rejection and 
the same issues are present and argued within the context of a 103 grounds for rejection, there is nothing erroneous 
about stating that the claim limitations in view of the prior art are being interpreted consistently in the same way. 
When it comes to a question of inherency, as is an issue in the instant case, it is recognized that whether the 
rejection is based on inherency' under 35 U.S.C. 102, on prima facie obviousness' under 35 U.S.C. 103, jointly or 
alternatively, the burden of proof is the same...[footnote omitted]." The burden of proof is similar to that required with 
respect to product-by-process claims. In re Fitzgerald, 619 F.2d 67, 70, 205 USPQ 594, 596 (CCPA 1980). 

4. Rejection of claims 8-11, 14-17, 19-30, 47, 49, 51-54, 56 and 58 upon Keller or Evans in view of 
Thompson. 

In addressing the claim limitations, one must consider when such is a matter of common knowledge and 
common sense of the person of ordinary skill in the art. (See In re Bozek, 416 F.2d 1385, 1390, 163 USPQ 545. 549 
(CCPA 1969)). Moreover, skill is presumed on the part of those practicing in the art. See In re Sovish, 769 F.2d 738, 
743, 226 USPQ 771, 774 (Fed. Cir. 1985) and that in evaluating a reference, it is proper to take into account not only 
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the specific teaching of the reference(s) but also the inferences which one skilled in the art would reasonably be 
expected to draw therefrom. In re Preda, 401 F.2d 825, 826, 159 USPQ 342, 344 (CCPA 1968). In considering 
whether something is a patentable advance or merely design of a mechanic one must consider the problems solved 
and any unexpected results obtained. There is no evidence of record that the limitations of claims 15-17, 23 and 51- 
54 produce any unexpected results or solve any particular problem. For example. Keller and Evans only disclose 
trivia games in general. For a player to have selected the knowledge-based game skill to be a "multiple choice 
question" would have been an obvious matter of design choice for a mechanic to chose a well known trivia game 
format. Likewise, it is clear that a puzzle or a true/false trivia game as called for in claims 16 and 17 would not have 
solved any particular problem or produced any unexpected results. 
Ample Motivation Exists 

The word "motivation" or a word similar to "motivation" does not appear in 35 U.S.C. § 103(a). While a 
finding of "motivation" supported by substantial evidence probably will support combining teachings of different prior 
art references to establish a prima facie obviousness case, it is not always necessary. For example, where a claimed 
apparatus requiring Phillips head screws differs from a prior art apparatus describing the use of flathead screws, it 
might be hard to find motivation to substitute flathead screws with Phillips head screws to arrive at the claimed 
invention. However, the prior art would make it more than clear that Phillips head screws and flathead screws are 
viable alternatives serving the same purpose. Hence, the prior art would "suggesf substitution of flathead screws for 
Phillips head screws albeit the prior art might not "motivate" use of Phillips head screws in place of flathead screws. 
As with the instant case, the prior art suggest "trivia" games. The substitution well known trivia games is considered 
prima facie obvious. 

As set forth in In re Sovish. 226 USPQ 771, 769 F2d 738 there is a great quote about the skilled 

worker: 

Finally, appellants contend that even if it were proper to "combine" the references, whatever they 
nnay mean by that, they would "neither meet the terms of the appealed claims nor result in a useful 
device." The question here, however, is not meeting the terms of the claims. The rejection is for 
obviousness of what is claimed, which involves consideration of the ordinary skill of the art. Appellant is 
assuming that one of ordinary skill would not appreciate that Keller's and Evan "trivia game" could take on 
virtual most known form of knowledge-based games. This argument presumes stupidity of one in the art 
rather than skill. 
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No evidence of Nonobviousness 

As previousty set forth, the applications of house percentage to wagering games are well known to one 
skilled in the art. This is not a problem to the gaming industry. Once again, the Board can plainly see from "Smart 
Casino Gambling". "Managing Casinos" and "Casino Operations Management" that the house percentage is a 
concept deeply rooted in the public domain of the prior art. A house or a casino is no going to host a game that is not 
viable to profit. There is no evidence that any problems ever existed with respect to calculating a house percentage 
the appellant has now solved. Merely applying logic, skill and mathematics known to one in the art is not indicative of 
invention. Not that one must consider matters of common knowledge and common sense of the person of ordinary 
skill when they are faced with the design of a casino game (See In re Bozek. 416 F.2d 1385, 1390. 163 USPQ 545, 
549 (CCPA 1969)) and that skill is presumed on the part of those practicing in the art. See In re Sovish, 769 F.2d 
738, 743, 226 USPQ 771, 774 (Fed. Cir. 1985). Additionally, one must observe that an artisian must be presumed to 
know something about the art apart from what the references disclose (see In re Jacoby. 309 F.2d, 513, 516, 135 
USPQ 317, 319 (CCPA 1962). 

If in fact, others have attempted to apply a favorable house percentage to a wagering game and 
failed, there is no evidence in the record of such that has been presented that would overcome examiners 
recognition or house percentage as being inherent in casino games. 

The declaration of Mr. Grochowski is subjective and fails to set forth facts. All statements are in his "belief 
or "surprising" to him. While an expert's opinion cames some weight, it does not carry enough weight to overcome 
the grounds for rejection above. 

Likewise the declaration of Gushin merely states that he has never seen a game like "Ripley's 
Casino Game". Such is an opinion based on experience and not a matter of fact. 
The Declaration fails to present facts 

The Affidavit or Declaration Under 37 CFR 1 .132 of Olaf Vancura is insufficient in that it only 
refers to the invention and not to the claims. Further it merely draws conclusions that are unsupported by 
facts. These opinions of the inventor himself at best give a little more understanding of the invention. 
Well know is that the arguments of counsel, or even the inventor himself, cannot take the place of 
evidence in the record. In re Schulze. 346 F.2d 600, 602. 145 USPQ 716, 718 (CCPA 1965). 
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Lastly, Vancura is well recognized and respected for his expertise in the gaming industry. For 
him to make statements like, "I surmise that game designers never understood how to ensure commercial 
viability..." are void of fact and avoid acknowledging the level of ordinary skill in the art. Again the Boards 
attention is drawn to the level of skill as indicated in the sample references appended to this Answer. 

Remarkably in the declarations, it is recognized that applicants who allege they discovered the source of a 
problem must provide evidence substantiating the allegation, either by way of affidavits or declarations, or by way of a 
clear and persuasive assertion in the specification. In re Wiseman, 596 F.2d 1019, 201 USPQ 658 (CCPA 1979) 
(unsubstantiated statement of counsel was insufficient to show appellants discovered source of the problem); In re 
Kaslow, 707 F.2d 1366, 217 USPQ 1089 (Fed. Cir. 1983). Examiner's position is that house advantage and the 
designing of wagering games with it in mind are old and well known to one skilled in the art. Basis for this position is 
set forth above. Mr. Vancura's status in the field of gaming is well recognized by the examiner. However, this 
invention does not require "complex mathematics" (referring to function shown at top of pg. 9 of specification). Such 
is simply a quantification of all that is known and old to the consideration of house percentage in the design of a 
wagering game . A mere declaration stating that what is old and well known is non-obvious is not sufficient to over 
come the grounds for rejection . Applicant makes that statement that "until his invention, it was not known how to 
handle responses based on the knowledge of a player". However, there is no evidence to support such a statement. 
The contrary is tme supported by 2,253,569 that discusses how to "handle" the "over-skilful players" at the bottom of 
his pg. 2. While Mr. Vancura's statements are regarded well they amount to what one skilled in the art would have 
considered when facing the problem of setting a house percentage in games like those of Walker, Kelly or '642. 
Hence the examiner's position is that applicant has done nothing more than what would have been obvious to one 
skilled in the art considering making his game profitable and defining a house percentage. 

3. Commercial Success Not Shown 

There is no evidence that "Ripley's Believe It or Not" has achieved popularity based on the 
claimed invention. Pronnotions, fads and exposure of the game all affect a players perception of the 
game. The fact is that the articles of "Best of Slots 2002" and "Strictly Slots" never mention that the 
games are successful due to their ability to achieve a favorable house percentage. Hence, lacking a 
nexus to the claimed invention, these articles are unpersuasive in overcoming the grounds for rejection. 
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For the above reasons, it is believed that the rejections should be sustained. 



Respectfully submitted, 




ROBERT C DORR ESQ 

DORR CARSON SLOAN & BIRNEY PC 

3010 EAST 6TH STREET 

DENVER, CO 80206 
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attraction there. From its inception, Puerto Rican gam- 
bling has been a model for government regulation and 
supervision. Many of the regulations effected in 
Atlantic City were inspired by Puerto Rico's strict 
supervision of its gambling. A trained government 
inspector is assigned to every casino from the begin- 
ning to the end of the operation. All gaming equipment 
is methodically checked by the gaming inspectors to 
ensure fairness to all concerned. 

In 1973, the government of Puerto Rico followed 
the lead of the Panamanian and pre-Castro Cuban gov- 
ernment and became a slot operator. Sixty percent of 
the revenues produced by the slot machines of Puerto 
Rico goes to the government, which in turn uses the 
money to support the University of Puerto Rico and 
other social programs. The hold percentage on these 
slot machines is an exorbitant 13 percent, yet the gov- 
ernment figures that, if it has to live with a socially dis- 
ruptive practice, it might as well fund social programs 
with it. 

In 1976 by a majority vote of three-to-two, the state 
of New Jersey approved casino gambling in Atlantic 
City. Inspired in part by Puerto Rico gaming regula- 
tions that required the gambling establishment to pro- 
vide a certain number of hotel rooms and facilities, 
New Jersey legislation required that casino operators 
provide at least 500 hotel rooms, 25,000 square feet of 
meeting hall, and a 40,000-square-foot entertainment 
center. The idea was to improve the Atlantic City sky- 
line and create many jobs. 

These and many other stringent regulations forced 
a slow growth pace in Atlantic City at first and allowed 
Resorts International, who had refurbished a landmark 
brick building, to monopolize gambling and break all 
kinds of income records for a time. In its first com- 
plete year of operation. Resorts International won a 
record-setting $220,000,000. 

In its first decade, Atlantic City grew to what it 
is today, with the exception of the Taj Mahal. It is 
important to note that, in spite of having only twelve 
casinos, Atlantic City produces more than half as much 
income as all of the casinos in the whole state of 
Nevada. 

In October of 1988, gaming reached another mile- 
stone. The Indian Gaming Act was approved, allowing 
Native Americans to have Class III gaming on their 
lands with the approval of the state government. Class 



III gaming includes all banking card games such a: 
blackjack, poker, and baccarat. Although craps an( 
roulette are not mentioned, they also fall into the Clas: 
III category. It also includes slot machines. 

This law was strongly opposed by the state o 
Nevada, and it is still controversial. Actually, neithei 
side in this disputed issue is satisfied with the law a: 
it is written. The Indian Nations claim the right to sov 
ereignty over their lands, and casino operators and reg 
ulators fear the competition and the proliferation o 
organized crime on Indian lands. In the meantime 
gaming compacts between Indian tribes and state gov 
ernments continue to proliferate, and Indian gaming i 
expanding across the nation even faster than gamin; 
in general. At this writing, Washington, Oregon, Cal 
ifornia, Nevada, Arizona, Montana, Colorado, Soutl 
Dakota, Minnesota, Wisconsin, Iowa, Mississippi, Nev 
York, Connecticut, and Florida have all approve( 
Indian Gaming of one type or another, and many othe 
states are in the process of negotiating Compacts, 
believe that new legislatures are going to have to dea 
with this controversy again. 

In 1989 the advent of yet another milestone in gam 
bling was seen. South Dakota approved what has com^ 
to be known as limited stakes casino gambling. Th^ 
main objective is to allow casino gambling revenue 
to stimulate the local economy without putting a; 
unnecessary burden on the communities surroundin. 
the casinos. It is a sort of trade-off for allowing some 
thing that is viewed as morally wrong. Since the lim^ 
on all wagers is only five dollars, the reasoning is thi- 
no one will be financially ruined by frequenting thes 
casinos. This isn't necessarily the case. 

Because of South Dakota's success, other limite 
stakes movements began. Iowa was the next to foUov 
launching the first riverboat gambling operation thi 
century in April of 1991. In a way, this also marks 
milestone in gambling because of the return of rivei 
boat gambling to this nation. At first Iowa enjoyed gre; 
success, yet it failed to respond to the competition c 
other markets and evidently went through difficu' 
times. Riverboat gambling, however, is thriving. It h^ 
moved on to the states of Illinois, Mississippi, Missou. 
and Louisiana, with others soon to follow. 

Colorado was next to follow South Dakota's lane 
based limited stakes gambling lead by approving gan. 
bling in three impoverished historic mining town> 
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Central City, Cripple Creek, and Black Hawk. From a 
general point of view, gambling has been an economic 
success in Colorado although many growing pains have 
been experienced in all three towns. Fortunately, Col- 
orado voters decided in November of 1992 that they 
would not allow any other city in the state to have gam- 
ing operations, at least not for another four years. That 
should give Colorado enough time to better understand 
its gambling industry. 

Legislatures all across the nation are dealing with 
various gaming propositions and it is evident that the 
gaming boom is far from over. And although 1 have 
taken gaming from its Old World origins and focused 
on the United States, I don't want to lose sight of what 
is happening elsewhere. Most countries in the world 
either have gambling, are proposing expansions, or are 
proposing the establishment of gaming operations. The 
gaming boom is more than a national phenomenon, it 
is an international one as well. 

THE CONCEPT OF HOUSE ADVANTAGE 

Since the inception of casino gaming and even before, 
people have attempted to predict chance events in 
such a way that a profit could be derived. By doing 
so, certain events have become business propositions. 
This was one of the first ways in which unsuspecting 
people were taken advantage of, aside from cheating, 
of course. Sly bookmakers made their living this way. 
Aware of the true odds of chance events such as the 
roll of the dice, bookmakers would offer odds that 
were far below the true odds. However, people even- 
tually realized they were being ripped off, and that's 
one of the reasons institutions such as church and gov- 
ernment interceded to curtail the development of 
gambling. 

By understanding that rule changes in the game 
affect the outcome of gaming events, bookmakers, and 
later casino owners, realized they could create games 
that were fairer to the customers and would nibble at 
their fortunes instead of swallowing them whole in one 
night. This realization allowed for the creation of craps, 
blackjack, baccarat, and roulette as we know them 
today and is credited with increasing the popularity of 
casino games. 

These rule changes that I have mentioned affect the 
house advantage, which is the percentage the house has 
in its favor over the player. The house needs an advan- 



tage over the player because the house is offering a 
costly service. As in any other service business, entre- 
preneurs deserve to charge a commission for their ser- 
vices. So, not only must the house charge for the cost 
of the service, it must also mark it up in order to profit. 
Since the product or service the house provides is intan- 
gible, the house must rely on chance events and its 
advantage at the games to profit. 

Now that you know what the house advantage is 
and understand the need for it, let me explain how it 
works. The pass line bet at the game of craps carries 
a house advantage of 1 .4 percent, blackjack fluctuates 
between .5 percent to 4 percent on average depending 
on the skill of the player, American roulette has a house 
advantage of 5.26 percent, and bank bets in baccarat 
have a house advantage of 1 .19 percent. What does it 
all mean? Well, for one thing it means that, if you are 
a perfect strategy player in blackjack and you are play- 
ing against Las Vegas Strip rules, your chances of win- 
ning are better than at the other games I mentioned. It 
also means that, since the house has an advantage of 
.5 percent, you will have to place that bet 200 times 
before the house can win that wager. 

To players who lose their money quickly, that state- 
ment may seem unreal. But it isn't. What may seem 
even more unrealistic is that on a full blackjack table 
it would take about four hours for the house to win one 
bet from a player. In other words, if that player were 
to bet five dollars a hand on that table, the five-dollar 
chip would be traded back and forth until, at the end 
of a four-hour period, the casino would finally win it. 
Fortunately, not everybody plays perfect blackjack, and 
not everybody plays a few dollars a hand; otherwise, 
most casinos would go out of business. 

This is one of the reasons casinos provide a vari- 
ety of games and a variety of bets within those games. 
If craps only had pass and don't pass bets, this would 
be a diflFicult proposition for the casino, especially since 
the house allows crap bettors to take odds on these bets 
and doesn't charge them a vigorish to do so. By adding 
full double odds to a pass or don't pass bet, the player 
reduces the house's advantage to about .5 percent. And 
even though craps can be a faster game than blackjack, 
it wouldn't be fast enough to make a considerable dif- 
ference. But craps has many other bets, ranging from 
1.5 percent to almost 1 7 percent. Also, crap players are 
there to try to make a score and they realize the only 
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way to do it is to put more money into action. And that's 
how the house pays for its high cost of operation. 

This explanation illustrates how the house advan- 
tage works in theory and not in practice. In the actual 
game environment, some people will lose, some will 
win, and some will break even. The sum of all this 
action over a long period of time will come close, 
although it will not be exactly the same as in theory. 
That's because, as I mentioned earlier, probability pre- 
supposes a lack of precision, and chance events are 
ruled by probability. What is certain, however, is that 
the house is going to win most of the time. 

When explaining house advantage, I was dealing 
with actual small percentages of the main house games. 
This may have made the process look more compli- 
cated than it is. An illustration of a slot machine set at 
10 percent might be an easier example to foUow. As 
you can see, 10 percent fits into 100 percent ten times. 
Therefore, theoretically, if a customer puts ten $ 1 coins 
into a slot machine set at 10 percent, the machine 
would keep one and return nine. In other words, it 
would keep 10 percent and return 90 percent. In real- 
ity, you may find that the machine keeps all of them. 
That is because the reels are set for randomness, and 
the jackpots they pay vary from two coins for cherries 
up to thousands and possibly millions of dollars for 
progressive jackpots. The cash jackpots have been fig- 
ured into the randomness equation and, therefore, most 
people will end up broke while others will hit the big 
one, or one of the big ones. 

If you look at the slot win figures from Iowa, South 
Dakota, and Colorado, where slot machines were 
mostly set at 10 percent, you will see how close the win 
figures come to that 10 percent at the end of the month. 
The percentages will fluctuate between 8 and 12 per- 
cent but will mostly be close to 10 percent. By the way, 
competition has changed the 10 percent take. 

One last thing to keep in mind when picturing the 
effect of the house advantage is that it is directly related 
to the number of decisions on each game. A decision 
is the resolution of the game — when the bet that was 
placed is either taken, paid, or left because the resolu- 
tion of the game was a tie. When the dealer completes 
the hand and begins to take and pay on the blackjack 
table, that is a decision. When the dice on a crap table 
land on a winning or losing combination and the deal- 
ers proceed to take and pay, that is a decision. 
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The number of decisions per hour in every game 
varies. In blackjack, on average, there are about 60 
decisions per hour. In craps there are about 50, in 
roulette about 40, and in baccarat about 60. These will 
vary with the number of patrons in the game, the num- 
ber of bets on the game, and the speed of the dealer. 
These decisions are multiplied by the house advantage 
of the respective game to determine what percentage 
of the bets will be won in one hour. If you multiply 5.26 
times 40, you'll find out that in one hour's time you 
will have won 2 1 0 percent of the player's bet in roulette. 
Assuming a 2 percent advantage in blackjack times 60 
decisions per hour, you'll win 120 percent of the 
player's bet. But how can you take 210 percent of a bet? 
You can't. The player will have lost two bets and 10 
percent of the next in that one-hour period. . Remem- 
ber, these are theoretical losses! 

HOUSE ADVANTAGE AS THE BASIS FOR 
FINANCIAL SUCCESS 

Obviously, it is necessary for the casino operation to 
have an advantage on all bets in order to realize a profit 
and cover operational expenses. It is also necessary for 
the operation to have a good mix of games and bets. 
Understanding this, it is easy to realize how important 
it is to have the "right" mix of games and bets and to 
have the "right" set of rules for those games and bets. 
If you tilt the scales heavily either way, by having a 
small house advantage or by having a strong one, finan- 
cial ruin is certain to come. A small house advantage 
will not cover costs, and a strong house advantage will 
pummel the clientele, and they will not return nor will 
anyone else visit after the word gets out. 

The above conceptualization of house advantage 
gives the impression that the solution to this equation 
is very simple: Keep your house advantages somewhere 
between small and strong, and you've got it made. In 
theory it is simple, but unless you understand exactly 
how the statistical background of the games work, 
you're not going to be able to do the mix appropriately 
nor will you know what the returns on your games and 
programs are supposed to be. A couple of examples 
may give a clearer picture of this problem. 

In 1978 when Resorts International opened in 
Atlantic City, playing rules in the game of blackjack 
gave the player the advantage over the house. Of 
course, this privilege was only available to expert play- 



who knew how to use the rules in their favor, and 
niany did. These players flocked to Atlantic City, con- 
sidering it the land of milk and honey. This wasn't nec- 
essarily the plan of the casino operator since it was the 
Casino Control Commission of New Jersey who pre- 
scribed these rules. Yet had the operators been more 
aware of the implications of these rules they could have 
made a better case to have them changed. It wasn't until 
the casino got swamped with card counters taking in 
great profits that they finally exerted enough pressure 
to have the rules changed. 

The interesting thing here is that the casino oper- 
ator should have been aware of its house advantage in 
the game of blackjack, but apparently it wasn't. What's 
even more interesting is that so-called experts, John 
Scarne among them, were unaware of this also. In his 
book Scarne s Guide To Casino Gambling, Scame crit- 
icizes the Casino Control Commission for imple- 
menting what he believes to be ridiculous rules. He 
says that the surrender bet is unfavorable to the player, 
with a monstrous 22.5 percent house advantage. Con- 
trary to what Scarne says, the early surrender bet that 
was implemented in Atlantic City and later eliminated 
carried a whopping .624 percent advantage for the 
player. And although it may seem exaggerated to say 
whopping to less than 1 percent, it isn't if compared 
to other blackjack rules such as doubling down on 
three cards or more (.20 percent), drawing on split aces 
(.14 percent), and doubling down on split pairs (.13 
percent). Most of all, it isn't exaggerated when com- 
pared to the house advantage on a six-deck shoe with 
strip rules that carry a house advantage of from .55 
percent to .60 percent, depending on whether or not 
the casino allows the player to double down on split 
pairs. It certainly wasn't exaggerated in Atlantic City 
where the rule gave the player a .20 percent advantage 
on a four-deck shoe and a . 1 1 percent advantage on a 
six-deck shoe. 

Casinos aren't in the nonprofit category of busi- 
ness and will not survive without strict attention to the 
house-advantage concept. However, it is easy to criti- 
cize from a distance and make cold decisions based on 
facts and figures, but not as easy to react effectively 
when the competition uses rule changes and other gim- 
micks to attract customers. That is why a clear under- 
standing of the concept of house advantage is so 
important to the casino's financial success. When 



responding to changes in the gaming environment such 
as competition, we must be able to make educated and 
calculated decisions, and be well aware of the costs and 
consequences of every action. 

THE OLD SCHOOL OF GAMIMC 

In gaming, as in many other businesses, some people 
believe old ways are the best ways. The people who 
cling to these old precepts in gaming are said to have 
an old-school mentality or to be coming from the old 
school. Unfortunately, many of the people who think 
this way have worked themselves into different man- 
agement levels. Their antiquated ideas have miracu- 
lously survived and have become the subject of written 
and unwritten gaming procedures. Here are just a few 
examples of these old-school beliefs. Fortunately, 
they're not being practiced everywhere. 

Women don V belong in the gaming business. This 
concept probably stemmed from the banning of women 
in early casinos. Gaming was viewed as masculine 
entertainment; therefore, women were not allowed to 
gamble or even be employed by a casino. This think- 
ing has gradually disappeared, mainly because women's 
groups have fought hard for equality in the workplace. 
However, up until a quarter of a century ago, women 
were not allowed to be dealers or supervisors in a 
casino. Today, most managements have learned that 
female employees can be just as efficient as male 
employees. However, some from the old school still dis- 
pute the fact that women can perform as competently 
as male managerial employees. There's no justification 
for people who base hiring, game assignments, and pro- 
motion decisions on irrational and biased ideas such as 
those that suggest gender inferiority. 

Women don *t belong in the crap pit. Of all casino 
games, craps was the last one to welcome women play- 
ers and employees. Traditionally, it has been regarded 
as the hardest of all games to learn and has mainly 
attracted aggressive male players who frequently use 
foul language when excited. Because of this view of 
the game, many thought it wasn't the best place for a 
woman. This view of women presumed that they were 
not as smart as men and couldn't handle themselves 
in an abusive situation. Time has proven otherwise. 
Today in the crap pit women are both players and very 
efficient employees. They not only deal the game as 
well as men; they have also handled abusive patrons 
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